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REMARKS 

Claims 23-31 are pending in the subject application. The outstanding 
Office Action is the second Office Action after the filing of a second RCE in this 
application. Thus, the application qualifies for Appeal. 

In the outstanding Office Action, the Examiner rejected claims 23-27, 30 
and 31 under 35 USC § 103(a) as being unpatentable over U.S. Patent No. 
5,898,819 to Austin et al. (hereinafter "Austin"), in view of U.S. Patent No. 
5,491,781 to Gasperina (hereinafter, "Gasperina"). The Examiner rejected 
claims 28 and 29 under 35 U.S.C. § 103(a) as being unpatentable over Austin in 
view of Gasperina and further in view of U.S. Patent No. 5,675,390 to Schindler 
(hereinafter, "Schindler"). 

The Applicant submits that these rejections are made in error for at least 
the reasons set forth below, 

I. Claimed Limitations Not Met by Cited References 

In the outstanding Office Action, the Examiner has cited references that do 
not meet all of the claimed limitations. 

Independent claims 23 and 29 of the subject application recite, in part: 

selecting (", by a remote control," in claim 29) 
an arbitrary button in said tool bar; and 

magnifying only said selected button into a 
predetermined size in longitudinal and lateral 
directions and displaying said selected, magnified 
button. 

Independent claim 30 of the subject application recites, in part: 
selecting an arbitrary button in said tool bar; 

and 

magnifying, in longitudinal and lateral 
directions, and displaying the selected button upon a 
single user action. 

As noted above, in the outstanding Office Action, the Examiner rejected 
independent claims 23 and 30 under 35 USC § 103(a) as being unpatentable 
over Austin in view of Gasperina, and independent claim 29 under 35 U.S.C. § 
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103(a) as being unpatentable over Austin in view of Gasperina, and further in 
view of Schindler. 

In making these rejections, the Examiner asserts that Austin teaches 
selecting a button, magnifying only the selected button, and displaying the 
selected, magnified button, in Fig. 2b thereof. 

Fig. 2b of Austin merely illustrates "[a]n enlarged version of the preview 
button 58..." Austin, col. 7, lines 50-57. Austin teaches that the preview button 
58 is a button that when selected, results in a color presentation shown in a 
presentation display area 52 of a screen 50 being automatically changed to a 
black and white version of the presentation. See, e.g., id. Austin neither 
discloses nor suggests that upon selecting the preview button 58, the preview 
button 58 is magnified and displayed, as asserted by the Examiner. 

The Applicant submits that the Examiner's assertion that Austin teaches 
the aforementioned limitations is an error based upon a clear factual deficiency in 
the rejections, and not a matter of interpretation. It is impossible to misinterpret 
the fact that Austin does not disclose or even suggest that selecting the preview 
button 58 results in magnifying the preview button, and displaying the magnified 
preview button. The Examiner's assertion that, by providing the public with a 
drawing, i.e., Fig. 2b, of a close-up view of preview button 58, Austin teaches 
"selecting... an arbitrary button in said tool bar; and magnifying only said selected 
button into a predetermined size in longitudinal and lateral directions and 
displaying said selected, magnified button," as recited in the pending claims, is a 
gross misrepresentation of the teachings of the reference, and not a matter of 
interpretation. 

For at least this reason, the Applicant respectfully submits that all of the 
rejections based on this reference are improper, and withdrawal of such 
rejections is requested. 

II. Omission of Essential Elements Needed for Prima Facie Rejection 

In order for the Examiner to establish a prima facie case for obviousness, 
three (3) criteria must be met. First, there must be some suggestion or 
motivation, either in the references themselves or in the knowledge generally 
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available to those of ordinary skill in the art, to modify the primary reference as 
the Examiner proposes. Second, there must be a reasonable expectation of 
success in connection with the Examiner's proposed combination of the 
references. And third, the prior art references must disclose or suggest all of the 
claim limitations. MPEP 2143. 

The following comments set forth the Examiner's omissions of one or 
more essential elements needed for a prima facie rejection. 

A. The combination of cited references fails to disclose or 

suggest each and every element of the claimed invention. 

The limitations of independent claims 23, 29 and 30 are not met by any 
of the cited references or combination thereof. 

As explained above, Austin neither discloses nor suggests selecting an 
arbitrary button, and magnifying only said selected button... and displaying said 
selected, magnified button, as recited in claims 23 and 29. 

As further described above, Austin neither discloses nor suggests 
selecting an arbitrary button, and magnifying... and displaying the selected button 
upon a single user action, as recited in claim 30. 

The Applicant submits that neither Gasperina nor the combination of 
Gasperina and Schindler cures the deficiencies that exist in Austin. For example, 
neither Gasperina nor the combination of Gasperina and Schindler discloses or 
suggests selecting an arbitrary button, and magnifying only said selected 
button. ..and displaying said selected, magnified button, as recited in claims 23 
and 29, or selecting an arbitrary button and magnifying... and displaying the 
selected button upon a single user action, as recited in claim 31. 

For further arguments regarding the Gasperina and Schindler references, 
please see: Response filed March 11, 2004, at pp. 2-5; Response filed October 
14, 2004, at pp. 2-6; Response filed January 7, 2005, at pp. 8-9; and Response 
filed May 9, 2005, at pp. 8-9. 
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B. 



The Examiner has failed to show proper motivation for 



modifying the references applied in the rejections under 35 U.S.C. § 103(a). 

In each of the rejections under 35 USC § 103, the Examiner failed to 
provide sufficient motivation for combining the references. In the Office Action, 
the Examiner merely stated that the motivation for combining the references is 
found in certain advantages stated by the Examiner (see, e.g., Office Action, p. 3, 
second paragraph; p. 5, first paragraph; pp. 5-6, bridging paragraph). The 
Examiner, however, indicates nothing from within the applied references to 
evidence the desirability of the proposed combinations. This is an insufficient 
showing of motivation. 



For all of the above reasons, review of the outstanding Office Action is 
respectfully requested, and a favorable decision, and allowance of all pending 
claims, are earnestly solicited. 

In the event this paper is not considered to be timely filed, the Applicants 
respectfully petition for an appropriate extension of time. Any fees for such an 
extension, together with any additional fees that may be due with respect to this 
paper, may be charged to counsel's Deposit Account No. 01-2300, referencing 
Attorney Docket No. 101216-09002. 
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CONCLUSION 



Respectfutty submitted, 
ARENT FOX, PLLC 




Michele L. Connell 
Registration No. 52,763 
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